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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Petition for Cancellation

Notice is hereby given that the following party requests to cancel indicated registration.

Petitioner Information

Name American University

Entity Corporation Citizenship District of Columbia

Address 4400 Massachusetts Avenue, N.W.
Washington, DC 20016
UNITED STATES

Attorney
information

Edward W. Gray, Jr., Alisa C. Simmons
Fitch Even Tabin & Flannery
120 S. LaSalle St., Suite 1600
Chicago, IL 60603
UNITED STATES
asimmons@fitcheven.com Phone:312-577-7000

Registration Subject to Cancellation

Registration No 3836388 Registration date 08/17/2010

Registrant The American University for Science and Technology
18345 Ventura Blvd., STE 210
Tarzana, CA 91356
UNITED STATES

Goods/Services Subject to Cancellation

Class 041. First Use: 2004/07/15 First Use In Commerce: 2004/07/15
All goods and services in the class are cancelled, namely: Education services, namely, providing
courses of instruction at the graduate level

Grounds for Cancellation

Priority and likelihood of confusion Trademark Act section 2(d)

Dilution Trademark Act section 43(c)

Other Failure to Make Lawful Use of Mark Required for
Supplemental Registration under 15 U.S.C.
1091(a)

Marks Cited by Petitioner as Basis for Cancellation

U.S. Registration
No.

3559022 Application Date 09/29/2005

Registration Date 01/06/2009 Foreign Priority
Date

NONE

Word Mark A NEW AMERICAN UNIVERSITY

http://estta.uspto.gov


Design Mark

Description of
Mark

NONE

Goods/Services Class 041. First use: First Use: 2008/11/03 First Use In Commerce: 2008/11/03
Educational services, namely, providing courses of instruction at the college and
graduate level, distributing course materials in connection therewith, conducting
educational conferences and educational research in the fields of politics,
science, history, languages, computer technology, math, arts, music;
entertainment services, namely, radio programming for a university setting;
organizing exhibitions of university-level athletics

U.S. Registration
No.

3510753 Application Date 07/18/2007

Registration Date 10/07/2008 Foreign Priority
Date

NONE

Word Mark AU AMERICAN

Design Mark

Description of
Mark

The mark consists of the stylized letters "AU" with a quadrilateral transposed
over the letter "U" containing the wording "AMERICAN". The color blue appears
in the letters "AU", the quadrilateral, the outer single line border of the
quadrilateral and the outer single line border of the entire mark. The color white
appears in the wording "AMERICAN", the middle border of the quadrilateral and
the border of the letters "AU". The color red appears in the background of the
mark and around the letters "AU" and the quadrilateral.

Goods/Services Class 016. First use: First Use: 2006/08/31 First Use In Commerce: 2006/08/31
Stationary, writing paper, note pads, letterhead paper, note cards, blank forms in
the nature of routing slips and courtesy cards, blank paper labels, newsletters
regarding athletics, fund raising, alumni news, cultural events, student activities,
academic programs, and personnel developments at American University;
printed instructional, educational, and teaching material in the fields of
accountancy, American Studies, anthropology, art history, audio technology,
biology, business education, chemistry, communications, computer information
and science, economics, education, environmental studies, fine arts, foreign
languages, graphic design, history, international studies, religious studies,



justice, law, literature, mathematics, music, arts, philosophy, physics, political
science, psychology, sociology, statistics, studio art and gender studies; office
requisites, namely, pens, pencils, markers, notebooks, folders, paper report
covers, binders, desk blotters, desk top document racks, desk top document
stands, desk sets, dispensers for adhesive tapes for stationery or household
purposes, book ends, paper weights, pen and pencil holders, bulletin boards,
calendars, catalogs in the field of athletics, posters, decals, envelopes, desk
pads, bumper stickers, appointment books, telephone/address books, paper
napkins, paper party decorations and paper banners
Class 025. First use: First Use: 2006/08/31 First Use In Commerce: 2006/08/31
Clothing, namely, hats, caps, t-shirts, golf shirts, polo shirts, sweaters, sweat
shirts, sweat pants, pants, neckwear, pullovers, sleep wear, clothing tops, sun
visors, and jackets
Class 041. First use: First Use: 2006/08/31 First Use In Commerce: 2006/08/31
Educational services, namely, providing courses of instruction at the university
level, organizing exhibitions of university-level athletics

U.S. Registration
No.

3487343 Application Date 07/18/2007

Registration Date 08/19/2008 Foreign Priority
Date

NONE

Word Mark AMERICAN

Design Mark

Description of
Mark

The mark consists of an eagle's head with a quadrilateral below the eagle's
head containing the wording "AMERICAN". The color white appears in the
wording "AMERICAN", the eagles head and the inner single line border of the
quadrilateral. The color blue appears in the inner single line border of the eagle's
head, the outline of the eagles eyes and beak, in the eagle's head below the
beak and in the quadrilateral. The color red appears in the outer border of the
eagle's head and quadrilateral.

Goods/Services Class 016. First use: First Use: 2006/08/31 First Use In Commerce: 2006/08/31
Stationery, writing paper, note pads, letterhead paper, note cards, blank forms in
the nature of routing slips and courtesy cards, blank paper labels, newsletters
regarding athletics, fund raising, alumni news, cultural events, student activities,
academic programs, and personnel developments at American University;
printed instructional, educational, and teaching material in the fields of
accountancy, American Studies, anthropology, art history, audio technology,
biology, business education, chemistry, communications, computer information
and science, economics, education, environmental studies, fine arts, foreign
languages, graphic design, history, international studies, religious studies,
justice, law, literature, mathematics, music, arts, philosophy, physics, political
science, psychology, sociology, statistics, studio art and gender studies; office
requisites, namely, pens, pencils, markers, notebooks, folders, paper report
covers, binders, desk blotters, desk top document racks, desk top document
stands, desk sets, dispensers for adhesive tapes for stationery or household



purposes, book ends, paper weights, pen and pencil holders, bulletin boards,
calendars, catalogs in the field of athletics, posters, decals, envelopes, desk
pads, bumper stickers, appointment books, telephone/address books, paper
napkins, paper party decorations and paper banners
Class 025. First use: First Use: 2006/08/31 First Use In Commerce: 2006/08/31
Clothing, namely, hats, caps, t-shirts, golf shirts, polo shirts, sweaters, sweat
shirts, sweat pants, pants, neckwear, pullovers, sleep wear, clothing tops, sun
visors, and jackets
Class 041. First use: First Use: 2006/08/31 First Use In Commerce: 2006/08/31
Educational services, namely, providing courses of instruction at the university
level, organizing exhibitions of university-level athletics

U.S. Application
No.

75901070 Application Date 01/21/2000

Registration Date NONE Foreign Priority
Date

NONE

Word Mark AMERICAN UNIVERSITY

Design Mark

Description of
Mark

NONE

Goods/Services Class 009. First use: First Use: 1996/02/00 First Use In Commerce: 1996/02/00
Magnets, mouse pads, and graduated rulers
Class 014. First use: First Use: 1996/10/00 First Use In Commerce: 1996/10/00
Alarm clocks, badges of precious metal, watch bands, belt buckles of metals,
ankle identification bracelets, candle holders of precious metals, candle rings of
precious metals, watch cases, ear clips, tie clips, precious metal money clips,
wall clocks, non-monetary coins of precious metal, cuff links, earrings, fasteners,
namely, ties and necktie fasteners, jewelry, namely, ornamental lapel pins, lapel
pins, necklaces, necktie fasteners, medallions, ornamental pins, tie tacks,
serving platters of precious metals, trophies of precious metal, watches, wrist
watches
Class 016. First use: First Use: 1892/09/00 First Use In Commerce: 1892/09/00
Blank labels, newsletters regarding athletics, fund raising, alumni news, cultural
events, student activities, academic programs and personnel developments at
American University, printed instructional, educational and teaching materials,
namely reference books and text books all in the fields of accountancy,
American Studies, anthropology, art history, audio technology, biology, business
education, chemistry, communications, computer information and science,
economics, education, environmental studies, fine arts, foreign languages,
graphic design, history, international studies, religious studies, justice, law,
literature, mathematics, music, arts, philosophy, physical, political science,
psychology, sociology, statistics, studio art, and gender studies; address books,
scrapbook albums, art paper, graphic art reproductions, printed art
reproductions, printed awards, paper party bags, paper bags, ball-point pens,
paper banners, loose leaf binders, book binders, bulletin boards, magnetic
boards, lap boards for reading and writing, date books, engagement books,
picture books, sketch books, telephone number books, wire bound books, paper
gift wrap, pencil boxes, stationery boxes, bumper stickers, playing card cases,
pen cases, coasters made of paper, decals, paper party decorations, desk sets,
diaries, gift wrapping paper, metallic gift wrapping paper, paper party hats, letter



openers, personal organizers, organizers for stationery use, decorative pencil-
top ornaments, stationery, stencils, stickers, table napkins of paper, photograph
albums, appliques in the form of decals, appointment books, art etchings, art
pictures, art print, autograph books, merchandise bags, bags of merchandise
packing, binder sets, blotters, bond paper, book bindings, book covers, book
holders, bookends, bookmarks, composition books, notebooks, bumper stickers,
business cards, calendar desk pads, desk calendars, pocket calendars, wall
calendars, cards, blank cards, business cards, credit cards, debit cards, gift
cards, greeting cards, playing cards, trivia cards, catalogs, checkbook covers,
clip boards, credit cards, desk sets, desk pads, diaries, drawing instruments,
namely, pencils, pens and brushes; drafting rulers, decals, telephone directories,
emblems, envelopes, erasers, loose leaf paper, loose leaf binders, markers,
note books, note pads, gift wrapping paper, recycled paper, wrapping paper,
typewriter paper, writing paper, paper flags, paper name badges, postcards,
sketch books, writing tablets, automatic dispensers for adhesive tape for
household and office use; paper weights
Class 018. First use: First Use: 1996/10/00 First Use In Commerce: 1996/10/00
Beach umbrellas, golf umbrellas, athletic bags, beach bags, book bags, barrel
bags, duffel bags, gym bags, school bags, tote bags, billfolds, coin purses,
purses, wallets, waist packs, luggage tags, briefcase tags
Class 020. First use: First Use: 1996/10/00 First Use In Commerce: 1996/10/00
Plastic name badges, pillows, picture frames, key chains, key chain tags
Class 021. First use: First Use: 1996/10/00 First Use In Commerce: 1996/10/00
Beverage, glassware, wastepaper baskets, bottle openers, bowls, coffee cups,
travel coffee mugs, coffee pots not of precious metal, coffee servers not of
precious metal, all purpose portable containers for household and office use,
cork screws, cups, drinking glasses, drinking vessels, glass beverage ware,
mugs, plastic cups, pitchers, tea sets
Class 024. First use: First Use: 1996/10/00 First Use In Commerce: 1996/10/00
Bed blankets, bed spreads, pillow cases, blankets, cloth flags, handkerchiefs,
tapestries of textile, textile wall hangings
Class 025. First use: First Use: 1996/10/00 First Use In Commerce: 1996/10/00
Clothing, namely, cardigans, panties, children's cloth bibs, children's overalls,
cloth diapers, children's dresses, children's swim wear, children's diapers,
children's rompers, diaper covers, pants, sweaters, tank tops, clothing ties,
tights, clothing tops, track suits, turtleneck sweaters, underclothes, v-neck
sweaters, vests, aprons, athletic uniforms, head bands, bathing caps, sweat
bands, wrist bands, neck bands, bathing suits, bathing trunks, bathrobes,
blazers, blouses, bow ties, boxer shorts, caps, cloth bibs, lab coats, rain coats,
over coats, leather coats, coveralls, ear muffs, foul weather gear, gloves, gowns,
gym shorts, gym suits, head wear, jackets, knit shirts, mittens, neckties,
neckwear, night shirts, pajamas, sweat pants, sweat shirts, polo shirts, ponchos,
pullovers, rain coats, rain wear, robes, scarves, shawls, golf shirts, knit shirts,
night shirts, polo shirts, sport shirts, sweat shirts, under shirts, shorts, sleep
wear, socks, jogging suits, play suits, sweat suits, warm-up suits, gym suits,
body suits, sun visors, suspenders, sweaters, t-shirts, tennis wear, turtlenecks,
wind resistant jackets, wrist bands
Class 028. First use: First Use: 1996/10/00 First Use In Commerce: 1996/10/00
Balloons, action balls, golf bags, lacrosse ball bags, balloons, balls, namely golf,
basketball, beach, football, field hockey, golf, lacrosse, playground, soccer,
rugby, rubber action, tennis, table tennis, volley and toy; exercise banners,
gymnastic banners, baseballs, basketball goals, bean bags, chess sets, checker
sets, Christmas tree decorations, except confectionary and illumination articles;
dart boards, flying disks, discuses, field hockey goalie pads, golf putter covers,
volleyball nets, tennis nets, tennis racket covers
Class 041. First use: First Use: 1892/09/00 First Use In Commerce: 1892/09/00



Educational services, namely, providing courses of instruction at the college and
graduate level, namely, distributing course materials, conducting educational
conferences and educational research in the fields of politics, science, history,
languages, computer technology, math, arts, music; entertainment services,
namely, radio programming for a university setting; entertainment services,
namely, organizing exhibitions of university-level athletics
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Certificate of Service

The undersigned hereby certifies that a copy of this paper has been served upon all parties, at their address
record by First Class Mail on this date.

Signature /alisa simmons/

Name Edward W. Gray, Jr., Alisa C. Simmons

Date 11/24/2010



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE  
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD  

 
American University,  
                  
                 Petitioner,                                    
        v. 
                         
 
The American University for 
Science and Technology, 
 
                 Registrant.                      

)
)
)
)
)
)
)
)
)
)

 
 
 
Cancellation No. 
 
 

 
Supplemental Registration No. 3836388 
Mark:  THE AMERICAN UNIVERSITY FOR 
            SCIENCE AND TECHNOLOGY 
Supplemental Registration Date:  August 17, 2010 

  

 
 

Petition to Cancel Supplemental Registration No. 3836388 under Lanham Act Section 24 
 

Petitioner, American University, chartered by an Act of Congress, formed as a non-profit 

corporation organized under the laws of the District of Columbia, and located at 4400 

Massachusetts Avenue N.W., Washington, D.C. 20016, believes that it is or will be damaged by 

the continued registration of Supplemental Registration No. 3836388 and hereby petitions to 

cancel the same. 

As grounds for this Petition, it is alleged that: 

1. Petitioner American University is located in Washington, D.C., operates as a not-

for-profit corporation organized under the laws of the District of Columbia, and maintains a 

university campus within Washington, D.C. 

2. American University is the trade name and corporate name of Petitioner, and 

Petitioner has used the American University name, since long prior to the forming of the 

Registrant or Registrant’s Supplemental Registration No. 3836388. 

3. Petitioner was chartered by an Act of Congress on February 24, 1893. 
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4. Petitioner’s charter granted Petitioner the right to use the mark AMERICAN 

UNIVERSITY in connection with educational services.  (See Exhibit A attached to this Petition 

and incorporated by reference.) 

5. Petitioner was founded under the auspices of the United Methodist Church. 

6. Petitioner has maintained a website located at www.american.edu since at least as 

early as June 3, 1991. 

7. Petitioner, since at least as early as September, 1892, adopted and began using the 

mark AMERICAN UNIVERSITY in connection with educational services which are and have 

been offered and marketed in commerce throughout the United States. 

8. Petitioner, since at least as early as September, 1892, adopted and began using the 

trade name American University in connection with its business of offering educational services 

and operating a university, which business it has continually operated in the United States.   

9. Since long before the Registrant adopted or ever used the mark that is the subject 

of Supplemental Registration No. 3836388, Petitioner, has been, and is now, using the mark 

AMERICAN UNIVERSITY in connection with the providing of educational services, including  

providing undergraduate and graduate level education services, distributing course material 

therewith, conducting educational conferences and educational research in the fields of politics, 

science, history, languages, computer technology, math, arts, and music, and providing 

entertainment services, namely, organizing exhibitions of university-level athletics and radio 

programming for a university setting, as well as providing other services (“Petitioner’s 

Services”). 

10. Petitioner owns pending U.S. Trademark Application Serial No. 75901070 for the 

mark AMERICAN UNIVERSITY, filed on January 21, 2000, for use in connection with, 
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“educational services, namely providing courses of instruction at the college and graduate level, 

namely distributing course materials, conducting educational conferences and educational 

research in the fields of politics, science, history, languages, computer technology, math, arts, 

music; entertainment services, namely radio programming for a university setting; entertainment 

services, namely, organizing exhibitions of university-level athletics,” among other goods and 

services.  A copy of this U.S. Application is attached as Exhibit B. 

11. Petitioner also owns the following U.S. trademarks and U.S. Trademark 

Registrations: 

Mark  Reg. No. Reg. Date First Use Classes 
A NEW AMERICAN 
UNIVERSITY 

3559022 January 6, 2009 Nov. 3, 2008 41 

 

3510753 October 7, 2008 Aug. 31, 2006 16, 25, 41 

 

3487343 August 19, 2008 Aug. 31, 2006 16, 25, 41 

 

Copies of these U.S. Trademark Registrations are attached as Exhibit C. 

12. Upon information and belief, Registrant, in Registration No. 3836388 obtained 

registration upon the Supplemental Register of the mark THE AMERICAN UNIVERSITY OF 

SCIENCE AND TECHNOLOGY in connection with, “Education services, namely, providing 

courses of instruction at the graduate level.”  Registrant filed its application for this mark on 

February 12, 2010 seeking registration on the Principal Register, and amended to pursue 

Supplemental registration on June 24, 2010.  The corresponding Supplemental Registration No. 

3836388 issued on August 17, 2010.  According to the U.S. Patent and Trademark Office 

records, Registrant currently owns this Supplemental registration. 
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13. Upon information and belief, Registrant has disclaimed the wording 

“UNIVERSITY FOR SCIENCE AND TECHNOLOGY” in its Supplemental Registration No. 

3836388. 

14. Upon information and belief, Registrant’s earliest date of constructive use of the 

mark THE AMERICAN UNIVERSITY FOR SCIENCE AND TECHNOLOGY upon which it 

can rely is no earlier than February 12, 2010, the filing date of its Supplemental Registration No. 

3836388. 

15. Upon information and belief, Registrant does not operate a university or 

university campus in the United States. 

16. Upon information and belief, Registrant does not render and has never rendered 

educational services at the graduate level in the United States. 

17. Upon information and belief, Registrant was aware that it had never rendered 

educational services at the graduate level in the United States when it filed its application with 

the U.S. Patent and Trademark Office on February 12, 2010. 

18. Upon information and belief, Registrant owns and operates the website, 

www.austc.us and advertises its alleged services in the United States through this website. 

19. There is no issue as to priority.  Petitioner’s AMERICAN UNIVERSITY mark 

and trade name have been used for Petitioner’s Services since long prior to the Registrant’s filing 

date, date of Supplemental registration, and alleged date of first use.   

20. By virtue of its long and extensive use of the name, Petitioner’s trade name 

American University has acquired distinctiveness as a trade name for Petitioner’s Services and is 

now a famous, well-known name throughout the United States. 



 5

21. By virtue of its long and extensive use of the trademark AMERICAN 

UNIVERSITY, Petitioner’s trademark AMERICAN UNIVERSITY has acquired distinctiveness 

as a source identifier for Petitioner’s Services and is now a famous, well-known mark throughout 

the United States with a strong and good reputation exclusive to Petitioner. 

22. Petitioner’s AMERICAN UNIVERSITY mark achieved its acquired 

distinctiveness and fame long before the Registrant adopted, applied for, or registered its mark 

THE AMERICAN UNIVERSITY FOR SCIENCE AND TECHNOLOGY.    

 23. Petitioner has expended substantial monies in marketing, advertising and 

promoting the AMERICAN UNIVERSITY mark and trade name in connection with Petitioner’s 

Services in interstate commerce in the United States. 

24. Petitioner has enjoyed substantial revenue derived from said services in the 

United States with the AMERICAN UNIVERSITY mark and trade name. 

25. By reason of the extensive marketing, advertising and promotion of said services 

in connection with the AMERICAN UNIVERSITY mark and trade name and the high quality of 

those services, the mark represents extremely valuable goodwill associated with Petitioner long 

prior to the claimed July 15, 2004, date of first use of Registrant in Supplemental Registration 

No. 3836388. 

26. Registrant’s use of the mark THE AMERICAN UNIVERSITY FOR SCIENCE 

AND TECHNOLOGY is without the consent or permission of Petitioner. 

27. On information and belief, Registrant’s use of its THE AMERICAN 

UNIVERSITY FOR SCIENCE AND TECHNOLOGY mark has been with knowledge of 

Petitioner's prior use of its AMERICAN UNIVERSITY trademark and trade name in connection 

with Petitioner’s Services. 
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COUNT I - LIKELIHOOD OF CONFUSION 

 28. Petitioner hereby incorporates the allegations contained in paragraph nos. 1 – 27 

by reference herein. 

 29. On information and belief, the educational services specified in Supplemental 

Registration No. 3863388 are substantially similar to the educational services in connection with 

which Petitioner uses its AMERICAN UNIVERSITY mark and trade name. 

 30. On information and belief, the customers to whom the Registrant offers and 

markets its services are the same customers that Petitioner offers and markets its services to in 

connection with the AMERICAN UNIVERSITY mark and trade name. 

 31. On information and belief, the channels of trade used by the Registrant to offer 

and market its services in connection with the mark THE AMERICAN UNIVERSITY FOR 

SCIENCE AND TECHNOLOGY are the same or substantially similar to the channels of trade 

used by the Petitioner to offer and market Petitioner’s Services in connection with the 

AMERICAN UNIVERSITY mark and trade name. 

 32. The Registrant=s THE AMERICAN UNIVERSITY FOR SCIENCE AND 

TECHNOLOGY mark is nearly identical to the AMERICAN UNIVERSITY mark and trade 

name which is used by Petitioner. 

 33. The Registrant’s THE AMERICAN UNIVERSITY FOR SCIENCE AND 

TECHNOLGY mark encompasses the Petitioner’s entire AMERICAN UNIVERSITY mark and 

trade name. 

 34. Upon information and belief, the Registrant’s mark is incapable of distinguishing 

the Registrant’s educational services from those of Petitioner. 
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 35. The Registrant’s THE AMERICAN UNIVERSITY FOR SCIENCE AND 

TECHNOLGY mark is confusingly similar to Petitioner’s AMERICAN UNIVERSITY mark 

and trade name and use thereof by the Registrant on the services specified in Registration No. 

3836388 is likely to cause confusion, mistake, or deception that Registrant’s services are those of 

Petitioner or are otherwise endorsed, sponsored, or approved by Petitioner, whereby Petitioner 

will be damaged by the continued registration of THE AMERICAN UNIVERSITY FOR 

SCIENCE AND TECHNOLGOY on the Supplemental Register of the United States Patent and 

Trademark Office.    

 36. Registrant’s THE AMERICAN UNIVERSITY FOR SCIENCE AND 

TECHNOLOGY mark is confusingly similar to Petitioner’s AMERICAN UNIVERSITY mark 

and trade name and use thereof by the Registrant in connection with the services specified in 

Registration No. 3836388 is likely to cause confusion, mistake, or deception that Registrant’s 

services are those of Petitioner or are otherwise endorsed, sponsored, or approved by Petitioner, 

whereby Petitioner will be damaged by the continued maintenance of Registrant’s THE 

AMERICAN UNIVERSITY FOR SCIENCE AND TECHNOLOGY mark on the Supplemental 

Register of the United States Patent and Trademark Office.  Therefore, Petitioner petitions to 

cancel registration of Registrant=s THE AMERICAN UNIVERSITY FOR SCIENCE AND 

TECHNOLOGY mark under 15 U.S.C. ''  1064 and 1092. 

COUNT II – DILUTION 

 37. Petitioner hereby incorporates the allegations contained in paragraph nos. 1 – 36  

by reference herein. 

 38. The AMERICAN UNIVERSITY mark and trade name have come to represent 

extremely valuable goodwill associated with Petitioner by reason of the extensive use, 
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marketing, publicity, and advertising of the mark and trade name, the geographical extent of its 

use and promotion of Petitioner and Petitioner’s Services in connection with the mark and trade 

name and the high quality of those services since at least 1893.  

 39. Petitioner’s AMERICAN UNIVERSITY mark and trade name are distinctive and 

famous  within the meaning of the Lanham Act and are entitled to the protection of the anti-

dilution provisions of the Lanham Act under 15 U.S.C. ' 1125(c). 

 40. On information and belief, the services listed in the Registration of THE 

AMERICAN UNIVERSITY FOR SCIENCE AND TECHNOLOGY mark are likely to be 

promoted, offered, and sold to the same customers and through the same channels of trade which 

Petitioner promotes, offers and sells its services in connection with the AMERICAN 

UNIVERSITY mark and trade name. 

 40. The mark THE AMERICAN UNIVERSITY FOR SCIENCE AND 

TECHNOLOGY mark is nearly identical to the AMERICAN UNIVERSITY mark and trade 

name which are used by Petitioner to identify its services in the United States. 

 41. Upon information and belief, Petitioner’s AMERICAN UNIVERSITY mark and 

trade name became famous and distinctive long before Registrant’s claimed date of first use of 

its mark in commerce. 

 42. Upon information and belief, Petitioner’s AMERICAN UNIVERSITY mark and 

trade name became famous long before the effective filing date of the application that resulted in 

the Registrant’s Supplemental Registration No. 3836388. 

 43. The Registrant’s mark THE AMERICAN UNIVERSITY FOR SCIENCE AND 

TECHNOLOGY so resembles the Petitioner’s AMERICAN UNIVERSITY mark and American 
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University trade name as to cause dilution of the distinctive quality of Petitioner’s mark and 

name in violation of 15 U.S.C. ' 1125(c). 

 44. If the Registrant’s mark THE AMERICAN UNIVERSITY FOR SCIENCE AND 

TECHNOLOGY is maintained on the Supplemental Register, such registration will impair, 

diminish and dilute Petitioner’s goodwill and rights in its AMERICAN UNIVERSITY mark and 

trade name thereby causing irreparable injury to Petitioner.  Therefore, Petitioner petitions to 

cancel the Supplemental Registration of THE AMERICAN UNIVERSITY FOR SCIENCE 

AND TECHNOLOGY mark pursuant to 15 U.S.C. ''  1025(c), 1064 and 1092. 

COUNT III – FAILURE TO MAKE LAWFUL USE OF MARK  

REQUIRED FOR SUPPLEMENAL REGISTRATION UNDER 15 U.S.C. §1091(a) 

 45. Petitioner hereby incorporates the allegations contained in paragraph nos. 1 – 44 

by reference herein. 

 46. On information and belief, Registrant, at the time of filing the application 

resulting in Supplemental Registration No. 3836388, knew of Petitioner and its AMERICAN 

UNIVERSITY mark and trade name and of Petitioner's prior use of its AMERICAN 

UNIVERSITY trademark and trade name in connection with Petitioner’s Services. 

 47. On information and belief, Registrant, at the time of amending its application to 

pursue Supplemental registration, knew of Petitioner and its AMERICAN UNIVERSITY mark 

and trade name and of Petitioner's prior use of its AMERICAN UNIVERSITY trademark and 

trade name in connection with Petitioner’s Services. 

 48. Registrant’s THE AMERICAN UNIVERSITY FOR SCIENCE AND 

TECHNOLOGY mark encompasses Petitioner’s entire AMERICAN UNIVERSITY mark and 

trade name and is therefore nearly identical in appearance, sound and meaning. 
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 49. Because Petitioner was offering educational services under its American 

University trade name and using its AMERICAN UNIVERSITY mark to identify the source of 

those services before and at the time that Registrant filed its application for THE AMERICAN 

UNIVERSITY FOR SCIENCE AND TECHNOLOGY, Registrant therefore could not and was 

not making a lawful use of the applied-for-mark in commerce when it filed its application or 

when it amended its application to pursue Supplemental registration. 

 50. Because Registrant was not making exclusive use of the applied-for-mark, 

Registrant lacked the requisite lawful use in commerce of the mark required by 15 U.S.C. 

§1091(a) to receive a Supplemental registration.  Therefore, Petitioner petitions to cancel the 

Supplemental Registration of THE AMERICAN UNIVERSITY FOR SCIENCE AND 

TECHNOLOGY mark pursuant to 15 U.S.C. §1091(a). 

 PRAYER FOR RELIEF    

WHEREFORE, Petitioner respectfully requests that Supplemental Registration No. 

3836388 be canceled. 

 

     Respectfully submitted, 

       
November 24, 2010    _______________________  
      Edward W. Gray, Jr. 
      Alisa C. Simmons 
      Fitch, Even, Tabin & Flannery 
      120 S. LaSalle Street, Suite 1600 
      Chicago, IL  60603 
      (312) 577-7000 Phone 
      (312) 577-7007 Facsimile 
 

Attorneys for Petitioner, American University 
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Certificate of Service 
 

The undersigned hereby certifies that on November 24, 2010, a copy of the foregoing Petition to 
Cancel Supplemental Registration No. 3836388 was served on counsel for the Registrant by first 
class mail, postage prepaid, in an envelope addressed to: 
 
Mr. Raj V. Abhyanker 
Raj Abhyanker, P.C.  
1580 W. El Camino Real, Suite 8  
Mountain View CA 94040 
 
Attorney for Registrant 
     

       
      _______________________  
      Edward W. Gray, Jr. 
      Alisa C. Simmons 
      Fitch, Even, Tabin & Flannery 
      120 S. LaSalle Street, Suite 1600 
      Chicago, IL  60603 
      (312) 577-7000 Phone 
      (312) 577-7007 Facsimile 
 

Attorneys for Petitioner, American University 
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Exhibit B 
 



Latest Status Info

Thank you for your request. Here are the latest res ults from the TARR web server.

This page was generated by the TARR system on 2010-11-24 20:42:26 ET 
 
Serial Number:  75901070 Assignment Information           Trademark Document Retrieval  
 
Registration Number:  (NOT AVAILABLE)  
 
Mark  (words only) :  AMERICAN UNIVERSITY 
 
Standard Character claim:  No 
 
Current Status:  Further action on the application has been suspended. 
 
Date of Status: 2010-10-20 
 
Filing Date: 2000-01-21 
 
Transformed into a National Application:  No 
 
Registration Date: (DATE NOT AVAILABLE) 
 
Register: Principal 
 
Law Office Assigned:  LAW OFFICE 101 
 
Attorney Assigned:  
POWERS ALEXANDER L  
 
Current Location:  (NOT AVAILABLE) 
 
Date I n Location:  2008-04-18 
 

LAST APPLI CANT(S) / OWNER(S)  OF RECORD

1. American University 
 
Address:  
American University 
4400 Massachusetts Avenue, NW 
Washington, DC 200168165 
United States 
Legal Entity Type: NON-PROFIT CORPORATION 

http:/ / tarr.uspto.gov/servlet/ tarr?regser= serial&entry= 75901070 (1 of 7) [11/24/2010 7:46:21 PM]
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Latest Status Info

State or Country Where Organized: (NOT AVAILABLE) 
 

GOODS AND/ OR SERVI CES 

I nternational Class: 009 
Class Status: Active 
Magnets, mouse pads, and graduated rulers 
Basis: 1(a) 
First Use Date: 1996-02-00 
First Use in Commerce Date: 1996-02-00 
 
I nternational Class: 014 
Class Status: Active 
Alarm clocks, badges of precious metal, watch bands, belt buckles of metals, ankle 
identification bracelets, candle holders of precious metals, candle rings of precious metals, 
watch cases, ear clips, tie clips, precious metal money clips, wall clocks, non-monetary coins of 
precious metal, cuff links, earrings, fasteners, namely, ties and necktie fasteners, jewelry, 
namely, ornamental lapel pins, lapel pins, necklaces, necktie fasteners, medallions, ornamental 
pins, tie tacks, serving platters of precious metals, trophies of precious metal, watches, wrist 
watches 
Basis: 1(a) 
First Use Date: 1996-10-00 
First Use in Commerce Date: 1996-10-00 
 
I nternational Class: 016 
Class Status: Active 
Blank labels, newsletters regarding athletics, fund raising, alumni news, cultural events, 
student activities, academic programs and personnel developments at American University, 
printed instructional, educational and teaching materials, namely reference books and text 
books all in the fields of accountancy, American Studies, anthropology, art history, audio 
technology, biology, business education, chemistry, communications, computer information 
and science, economics, education, environmental studies, fine arts, foreign languages, 
graphic design, history, international studies, religious studies, justice, law, literature, 
mathematics, music, arts, philosophy, physical, political science, psychology, sociology, 
statistics, studio art, and gender studies; address books, scrapbook albums, art paper, graphic 
art reproductions, printed art reproductions, printed awards, paper party bags, paper bags, 
ball-point pens, paper banners, loose leaf binders, book binders, bulletin boards, magnetic 
boards, lap boards for reading and writing, date books, engagement books, picture books, 
sketch books, telephone number books, wire bound books, paper gift wrap, pencil boxes, 
stationery boxes, bumper stickers, playing card cases, pen cases, coasters made of paper, 
decals, paper party decorations, desk sets, diaries, gift wrapping paper, metallic gift wrapping 
paper, paper party hats, letter openers, personal organizers, organizers for stationery use, 
decorative pencil-top ornaments, stationery, stencils, stickers, table napkins of paper, 
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Latest Status Info

photograph albums, appliques in the form of decals, appointment books, art etchings, art 
pictures, art print, autograph books, merchandise bags, bags of merchandise packing, binder 
sets, blotters, bond paper, book bindings, book covers, book holders, bookends, bookmarks, 
composition books, notebooks, bumper stickers, business cards, calendar desk pads, desk 
calendars, pocket calendars, wall calendars, cards, blank cards, business cards, credit cards, 
debit cards, gift cards, greeting cards, playing cards, trivia cards, catalogs, checkbook covers, 
clip boards, credit cards, desk sets, desk pads, diaries, drawing instruments, namely, pencils, 
pens and brushes; drafting rulers, decals, telephone directories, emblems, envelopes, erasers, 
loose leaf paper, loose leaf binders, markers, note books, note pads, gift wrapping paper, 
recycled paper, wrapping paper, typewriter paper, writing paper, paper flags, paper name 
badges, postcards, sketch books, writing tablets, automatic dispensers for adhesive tape for 
household and office use; paper weights 
Basis: 1(a) 
First Use Date: 1892-09-00 
First Use in Commerce Date: 1892-09-00 
 
I nternational Class: 018 
Class Status: Active 
Beach umbrellas, golf umbrellas, athletic bags, beach bags, book bags, barrel bags, duffel 
bags, gym bags, school bags, tote bags, billfolds, coin purses, purses, wallets, waist packs, 
luggage tags, briefcase tags 
Basis: 1(a) 
First Use Date: 1996-10-00 
First Use in Commerce Date: 1996-10-00 
 
I nternational Class: 020 
Class Status: Active 
Plastic name badges, pillows, picture frames, key chains, key chain tags 
Basis: 1(a) 
First Use Date: 1996-10-00 
First Use in Commerce Date: 1996-10-00 
 
I nternational Class: 021 
Class Status: Active 
Beverage, glassware, wastepaper baskets, bottle openers, bowls, coffee cups, travel coffee 
mugs, coffee pots not of precious metal, coffee servers not of precious metal, all purpose 
portable containers for household and office use, cork screws, cups, drinking glasses, drinking 
vessels, glass beverage ware, mugs, plastic cups, pitchers, tea sets 
Basis: 1(a) 
First Use Date: 1996-10-00 
First Use in Commerce Date: 1996-10-00 
 
I nternational Class: 024 
Class Status: Active 

http:/ / tarr.uspto.gov/servlet/ tarr?regser= serial&entry= 75901070 (3 of 7) [11/24/2010 7:46:21 PM]



Latest Status Info

Bed blankets, bed spreads, pillow cases, blankets, cloth flags, handkerchiefs, tapestries of 
textile, textile wall hangings 
Basis: 1(a) 
First Use Date: 1996-10-00 
First Use in Commerce Date: 1996-10-00 
 
I nternational Class: 025 
Class Status: Active 
Clothing, namely, cardigans, panties, children's cloth bibs, children's overalls, cloth diapers, 
children's dresses, children's swim wear, children's diapers, children's rompers, diaper covers, 
pants, sweaters, tank tops, clothing ties, tights, clothing tops, track suits, turtleneck sweaters, 
underclothes, v-neck sweaters, vests, aprons, athletic uniforms, head bands, bathing caps, 
sweat bands, wrist bands, neck bands, bathing suits, bathing trunks, bathrobes, blazers, 
blouses, bow ties, boxer shorts, caps, cloth bibs, lab coats, rain coats, over coats, leather 
coats, coveralls, ear muffs, foul weather gear, gloves, gowns, gym shorts, gym suits, head 
wear, jackets, knit shirts, mittens, neckties, neckwear, night shirts, pajamas, sweat pants, 
sweat shirts, polo shirts, ponchos, pullovers, rain coats, rain wear, robes, scarves, shawls, golf 
shirts, knit shirts, night shirts, polo shirts, sport shirts, sweat shirts, under shirts, shorts, sleep 
wear, socks, jogging suits, play suits, sweat suits, warm-up suits, gym suits, body suits, sun 
visors, suspenders, sweaters, t-shirts, tennis wear, turtlenecks, wind resistant jackets, wrist 
bands 
Basis: 1(a) 
First Use Date: 1996-10-00 
First Use in Commerce Date: 1996-10-00 
 
I nternational Class: 028 
Class Status: Active 
Balloons, action balls, golf bags, lacrosse ball bags, balloons, balls, namely golf, basketball, 
beach, football, field hockey, golf, lacrosse, playground, soccer, rugby, rubber action, tennis, 
table tennis, volley and toy; exercise banners, gymnastic banners, baseballs, basketball goals, 
bean bags, chess sets, checker sets, Christmas tree decorations, except confectionary and 
illumination articles; dart boards, flying disks, discuses, field hockey goalie pads, golf putter 
covers, volleyball nets, tennis nets, tennis racket covers 
Basis: 1(a) 
First Use Date: 1996-10-00 
First Use in Commerce Date: 1996-10-00 
 
I nternational Class: 041 
Class Status: Active 
Educational services, namely, providing courses of instruction at the college and graduate 
level, namely, distributing course materials, conducting educational conferences and 
educational research in the fields of politics, science, history, languages, computer technology, 
math, arts, music; entertainment services, namely, radio programming for a university setting; 
entertainment services, namely, organizing exhibitions of university-level athletics 
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Basis: 1(a) 
First Use Date: 1892-09-00 
First Use in Commerce Date: 1892-09-00 
 

ADDI TI ONAL I NFORMATI ON

Disclaimer: "UNIVERSITY" 
 
Section 2( f)  
 

MADRI D PROTOCOL I NFORMATI ON

(NOT AVAILABLE) 
 

PROSECUTI ON HI STORY 

NOTE: To view any document referenced below, click on the link to "Trademark 
Document Retrieval" shown near the top of this page .  

 
2010-10-20 - Report Completed Suspension Check Case Still Suspended 
 
2010-04-20 - Report Completed Suspension Check Case Still Suspended 
 
2009-10-20 - Report Completed Suspension Check Case Still Suspended 
 
2009-04-20 - Report Completed Suspension Check Case Still Suspended 
 
2009-04-20 - Report Completed Suspension Check Case Still Suspended 
 
2008-10-20 - Report Completed Suspension Check Case Still Suspended 
 
2008-04-18 - Report Completed Suspension Check Case Still Suspended 
 
2008-04-18 - Assigned To LIE 
 
2007-10-18 - Report Completed Suspension Check Case Still Suspended 
 
2007-04-18 - Report Completed Suspension Check Case Still Suspended 
 
2006-10-18 - Report Completed Suspension Check Case Still Suspended 
 
2006-04-18 - Report Completed Suspension Check Case Still Suspended 
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2005-10-18 - Report Completed Suspension Check Case Still Suspended 
 
2005-04-18 - Report Completed Suspension Check Case Still Suspended 
 
2005-04-18 - Report Completed Suspension Check Case Still Suspended 
 
2005-03-16 - Amendment From Applicant Entered 
 
2004-10-31 - Unresponsive/Duplicate Paper Received 
 
2004-10-31 - PAPER RECEIVED 
 
2004-10-16 - Report Completed Suspension Check Case Still Suspended 
 
2004-10-16 - Report Completed Suspension Check Case Still Suspended 
 
2004-08-06 - TEAS Change Of Correspondence Received 
 
2004-01-22 - PAPER RECEIVED 
 
2003-07-24 - Case File In TICRS 
 
2002-10-16 - Assigned To Examiner 
 
2001-06-18 - Letter of suspension mailed 
 
2001-06-12 - Assigned To Examiner 
 
2001-06-12 - Assigned To Examiner 
 
2001-06-11 - Assigned To Examiner 
 
2001-01-17 - Communication received from applicant 
 
2000-07-17 - Non-final action mailed 
 
2000-07-14 - Assigned To Examiner 
 

ATTORNEY/ CORRESPONDENT I NFORMATI ON

Attorney of Record   
Sherri N. Blount 
 
Correspondent   
Sherri N. Blount  
MORRISON & FOERSTER, LLP  
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Suite 5500  
2000 Pennsylvania Avenue, N.W.,  
Washington DC 20006-1888  
Phone Number: 202-887-1500  
Fax Number: 202-887-0763  
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Exhibit C 
 





Thank you for your request. Here are the latest results from the TARR web server.

This page was generated by the TARR system on 2010-11-24 20:43:01 ET 
 
Serial Number: 78723361 Assignment Information           Trademark Document Retrieval  
 
Registration Number: 3559022  
 
Mark   

 
 
(words only): A NEW AMERICAN UNIVERSITY 
 
Standard Character claim: Yes 
 
Current Status: Registered. 
 
Date of Status: 2009-01-06 
 
Filing Date: 2005-09-29 
 
Transformed into a National Application:  No 
 
Registration Date: 2009-01-06 
 
Register: Principal 
 
Law Office Assigned: LAW OFFICE 108 
 

If you are the applicant or applicant's attorney and have questions about this file, please contact 
the Trademark Assistance Center at TrademarkAssistanceCenter@uspto.gov 
 
Current Location:  650 -Publication And Issue Section 
 
Date In Location: 2008-12-01 
 

LAST APPLICANT(S)/OWNER(S) OF RECORD

1. American University 
 
Address:  

Page 1 of 4Latest Status Info
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American University 
4400 Massachusetts Ave., NW 
Washington, DC 20016 
United States 
Legal Entity Type: NON-PROFIT CORPORATION 
State or Country Where Organized: D.C. 
Phone Number: 202-885-3285 
Fax Number: 202-885-3273 
 

GOODS AND/OR SERVICES 

International Class: 041 
Class Status: Active 
Educational services, namely, providing courses of instruction at the college and graduate level, 
distributing course materials in connection therewith, conducting educational conferences and 
educational research in the fields of politics, science, history, languages, computer technology, math, 
arts, music; entertainment services, namely, radio programming for a university setting; organizing 
exhibitions of university-level athletics 
Basis: 1(a) 
First Use Date: 2008-11-03 
First Use in Commerce Date: 2008-11-03 
 

ADDITIONAL INFORMATION

Disclaimer: "UNIVERSITY" 
 
Section 2(f), in part, as to "American University" 
 

MADRID PROTOCOL INFORMATION

(NOT AVAILABLE) 
 

PROSECUTION HISTORY

NOTE: To view any document referenced below, click on the link to "Trademark Document 
Retrieval" shown near the top of this page.  

 
2009-01-06 - Registered - Principal Register 
 
2008-12-01 - Law Office Registration Review Completed 
 
2008-11-29 - Assigned To LIE 
 
2008-11-25 - Allowed for Registration - Principal Register (SOU accepted) 
 
2008-11-07 - Statement Of Use Processing Complete 
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2008-11-05 - Use Amendment Filed 
 
2008-11-07 - Case Assigned To Intent To Use Paralegal 
 
2008-11-05 - TEAS Statement of Use Received 
 
2008-06-25 - Extension 1 granted 
 
2008-06-20 - Extension 1 filed 
 
2008-06-20 - TEAS Extension Received 
 
2007-12-25 - NOA Mailed - SOU Required From Applicant 
 
2007-11-15 - Opposition terminated for Proceeding 
 
2007-11-15 - Opposition dismissed for Proceeding 
 
2007-07-31 - Assigned To Examiner 
 
2007-06-04 - Opposition instituted for Proceeding 
 
2007-01-02 - Extension Of Time To Oppose Received 
 
2006-12-05 - Published for opposition 
 
2006-11-15 - Notice of publication 
 
2006-10-13 - Law Office Publication Review Completed 
 
2006-10-06 - Assigned To LIE 
 
2006-09-29 - Approved For Pub - Principal Register 
 
2006-09-28 - Examiner's Amendment Entered 
 
2006-09-28 - EXAMINERS AMENDMENT E-MAILED 
 
2006-09-28 - Examiners Amendment -Written 
 
2006-09-28 - Teas/Email Correspondence Entered 
 
2006-09-15 - Communication received from applicant 
 
2006-09-15 - TEAS Response to Office Action Received 
 
2006-04-13 - Non-final action e-mailed 
 
2006-04-13 - Non-Final Action Written 
 
2006-04-03 - Assigned To Examiner 

Page 3 of 4Latest Status Info
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2005-10-04 - New Application Entered In Tram 
 

ATTORNEY/CORRESPONDENT INFORMATION

Attorney of Record  
Justin Perillo 
 
Correspondent  
Sherri N. Blount  
Morrison & Foerster LLP  
2000 Pennsylvania Avenue NW  
WASHINGTON, DC 20006-1888  
Phone Number: 202-885-3285  
Fax Number: 202-885-3273  
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Latest Status Info

Thank you for your request. Here are the latest res ults from the TARR web server.

This page was generated by the TARR system on 2010-11-24 20:45:01 ET 
 
Serial Number:  77232285 Assignment Information           Trademark Document Retrieval  
 
Registration Number:  3510753  
 
Mark   

 
 
(words only) :  AU AMERICAN 
 
Standard Character claim:  No 
 
Current Status:  Registered. 
 
Date of Status: 2008-10-07 
 
Filing Date: 2007-07-18 
 
Transformed into a National Application:  No 
 
Registration Date: 2008-10-07 
 
Register: Principal 
 
Law Office Assigned:  LAW OFFICE 105 
 

I f you are the applicant or applicant's attorney an d have questions about this file, 
please contact the Trademark Assistance Center at 
TrademarkAssistanceCenter@uspto.gov  
 
Current Location:  650 -Publication And Issue Section 
 
Date I n Location:  2008-10-07 
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LAST APPLI CANT(S) / OWNER(S)  OF RECORD

1. American University 
 
Address:  
American University 
4400 Massachusetts Avenue, NW 
Washington, DC 20016 
United States 
Legal Entity Type: Corporation 
State or Country of I ncorporation:  D.C. 
Phone Number: 202-885-3285 
Fax Number: 202-885-3273 
 

GOODS AND/ OR SERVI CES 

I nternational Class: 016 
Class Status: Active 
Stationary, writing paper, note pads, letterhead paper, note cards, blank forms in the nature 
of routing slips and courtesy cards, blank paper labels, newsletters regarding athletics, fund 
raising, alumni news, cultural events, student activities, academic programs, and personnel 
developments at American University; printed instructional, educational, and teaching material 
in the fields of accountancy, American Studies, anthropology, art history, audio technology, 
biology, business education, chemistry, communications, computer information and science, 
economics, education, environmental studies, fine arts, foreign languages, graphic design, 
history, international studies, religious studies, justice, law, literature, mathematics, music, 
arts, philosophy, physics, political science, psychology, sociology, statistics, studio art and 
gender studies; office requisites, namely, pens, pencils, markers, notebooks, folders, paper 
report covers, binders, desk blotters, desk top document racks, desk top document stands, 
desk sets, dispensers for adhesive tapes for stationery or household purposes, book ends, 
paper weights, pen and pencil holders, bulletin boards, calendars, catalogs in the field of 
athletics, posters, decals, envelopes, desk pads, bumper stickers, appointment books, 
telephone/address books, paper napkins, paper party decorations and paper banners 
Basis: 1(a) 
First Use Date: 2006-08-31 
First Use in Commerce Date: 2006-08-31 
 
I nternational Class: 025 
Class Status: Active 
Clothing, namely, hats, caps, t-shirts, golf shirts, polo shirts, sweaters, sweat shirts, sweat 
pants, pants, neckwear, pullovers, sleep wear, clothing tops, sun visors, and jackets 
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Basis: 1(a) 
First Use Date: 2006-08-31 
First Use in Commerce Date: 2006-08-31 
 
I nternational Class: 041 
Class Status: Active 
Educational services, namely, providing courses of instruction at the university level, 
organizing exhibitions of university-level athletics 
Basis: 1(a) 
First Use Date: 2006-08-31 
First Use in Commerce Date: 2006-08-31 
 

ADDI TI ONAL I NFORMATI ON

Color(s)  Claimed: The color(s) red, white, and blue is/are claimed as a feature of the mark. 
 
Disclaimer: "AMERICAN" 
 
Description of Mark: The mark consists of the stylized letters "AU" with a quadrilateral 
transposed over the letter "U" containing the wording "AMERICAN". The color blue appears in 
the letters "AU", the quadrilateral, the outer single line border of the quadrilateral and the 
outer single line border of the entire mark. The color white appears in the wording 
"AMERICAN", the middle border of the quadrilateral and the border of the letters "AU". The 
color red appears in the background of the mark and around the letters "AU" and the 
quadrilateral. 
 
Design Search Code(s) :  
26.13.13 - Quadrilateral (two quadrilaterals); Two quadrilaterals 
26.13.21 - Quadrilaterals that are completely or partially shaded 
26.13.25 - Quadrilaterals with one or more curved sides  
 
Prior Registration Number(s) :  
2878419 
3259688 
 

MADRI D PROTOCOL I NFORMATI ON

(NOT AVAILABLE) 
 

PROSECUTI ON HI STORY 

NOTE: To view any document referenced below, click on the link to "Trademark 
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Document Retrieval" shown near the top of this page .  
 

2008-10-07 - Registered - Principal Register 
 
2008-07-22 - Published for opposition 
 
2008-07-02 - Notice of publication 
 
2008-06-18 - Law Office Publication Review Completed 
 
2008-06-18 - Approved for Pub - Principal Register (Initial exam) 
 
2008-06-18 - Examiner's Amendment Entered 
 
2008-06-18 - Notification Of Examiners Amendment E-Mailed 
 
2008-06-18 - EXAMINERS AMENDMENT E-MAILED 
 
2008-06-18 - Examiners Amendment -Written 
 
2008-05-22 - Teas/Email Correspondence Entered 
 
2008-05-22 - Communication received from applicant 
 
2008-05-22 - Assigned To LIE 
 
2008-05-22 - TEAS Response to Office Action Received 
 
2008-03-10 - Notification Of Priority Action E-Mailed 
 
2008-03-10 - Priority Action E-Mailed 
 
2008-03-10 - Priority Action Written 
 
2008-02-01 - Teas/Email Correspondence Entered 
 
2008-02-01 - Communication received from applicant 
 
2008-02-01 - TEAS Response to Office Action Received 
 
2007-10-27 - Notification Of Non-Final Action E-Mailed 
 
2007-10-27 - Non-final action e-mailed 
 
2007-10-27 - Non-Final Action Written 
 
2007-10-23 - Assigned To Examiner 

http:/ / tarr.uspto.gov/servlet/ tarr?regser= serial&entry= 77232285 (4 of 5) [11/24/2010 7:49:01 PM]



Latest Status Info

 
2007-07-24 - Notice Of Design Search Code And Pseudo Mark Mailed 
 
2007-07-23 - New Application Entered In Tram 
 

ATTORNEY/ CORRESPONDENT I NFORMATI ON

Attorney of Record   
Justin Perillo 
 
Correspondent   
JUSTIN PERILLO  
AMERICAN UNIVERSITY  
4400 MASSACHUSETTS AVE., NW  
OFFICE OF GENERAL COUNSEL  
WASHINGTON, DC 20016  
Phone Number: 202-885-3292  
Fax Number: 202-885-3273  
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Thank you for your request. Here are the latest res ults from the TARR web server.

This page was generated by the TARR system on 2010-11-24 20:45:35 ET 
 
Serial Number:  77232308 Assignment Information           Trademark Document Retrieval  
 
Registration Number:  3487343  
 
Mark   

 
 
(words only) :  AMERICAN 
 
Standard Character claim:  No 
 
Current Status:  Registered. 
 
Date of Status: 2008-08-19 
 
Filing Date: 2007-07-18 
 
Transformed into a National Application:  No 
 
Registration Date: 2008-08-19 
 
Register: Principal 
 
Law Office Assigned:  LAW OFFICE 105 
 

I f you are the applicant or applicant's attorney an d have questions about this file, 
please contact the Trademark Assistance Center at 
TrademarkAssistanceCenter@uspto.gov  
 
Current Location:  650 -Publication And Issue Section 
 
Date I n Location:  2008-08-19 
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LAST APPLI CANT(S) / OWNER(S)  OF RECORD

1. American University 
 
Address:  
American University 
4400 Massachusett Ave., NW 
Washington, DC 20016 
United States 
Legal Entity Type: Corporation 
State or Country of I ncorporation:  D.C. 
Phone Number: 202-885-3285 
Fax Number: 202-885-3273 
 

GOODS AND/ OR SERVI CES 

I nternational Class: 016 
Class Status: Active 
Stationery, writing paper, note pads, letterhead paper, note cards, blank forms in the nature 
of routing slips and courtesy cards, blank paper labels, newsletters regarding athletics, fund 
raising, alumni news, cultural events, student activities, academic programs, and personnel 
developments at American University; printed instructional, educational, and teaching material 
in the fields of accountancy, American Studies, anthropology, art history, audio technology, 
biology, business education, chemistry, communications, computer information and science, 
economics, education, environmental studies, fine arts, foreign languages, graphic design, 
history, international studies, religious studies, justice, law, literature, mathematics, music, 
arts, philosophy, physics, political science, psychology, sociology, statistics, studio art and 
gender studies; office requisites, namely, pens, pencils, markers, notebooks, folders, paper 
report covers, binders, desk blotters, desk top document racks, desk top document stands, 
desk sets, dispensers for adhesive tapes for stationery or household purposes, book ends, 
paper weights, pen and pencil holders, bulletin boards, calendars, catalogs in the field of 
athletics, posters, decals, envelopes, desk pads, bumper stickers, appointment books, 
telephone/address books, paper napkins, paper party decorations and paper banners 
Basis: 1(a) 
First Use Date: 2006-08-31 
First Use in Commerce Date: 2006-08-31 
 
I nternational Class: 025 
Class Status: Active 
Clothing, namely, hats, caps, t-shirts, golf shirts, polo shirts, sweaters, sweat shirts, sweat 
pants, pants, neckwear, pullovers, sleep wear, clothing tops, sun visors, and jackets 
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Basis: 1(a) 
First Use Date: 2006-08-31 
First Use in Commerce Date: 2006-08-31 
 
I nternational Class: 041 
Class Status: Active 
Educational services, namely, providing courses of instruction at the university level, 
organizing exhibitions of university-level athletics 
Basis: 1(a) 
First Use Date: 2006-08-31 
First Use in Commerce Date: 2006-08-31 
 

ADDI TI ONAL I NFORMATI ON

Color(s)  Claimed: The color(s) red, white, and blue is/are claimed as a feature of the mark. 
 
Disclaimer: "AMERICAN" 
 
Description of Mark: The mark consists of an eagle's head with a quadrilateral below the 
eagle's head containing the wording "AMERICAN". The color white appears in the wording 
"AMERICAN", the eagles head and the inner single line border of the quadrilateral. The color 
blue appears in the inner single line border of the eagle's head, the outline of the eagles eyes 
and beak, in the eagle's head below the beak and in the quadrilateral. The color red appears 
in the outer border of the eagle's head and quadrilateral. 
 
Design Search Code(s) :  
03.15.01 - Eagles 
03.15.24 - Stylized birds and bats 
03.17.16 - Heads of birds 
26.13.13 - Quadrilateral (two quadrilaterals); Two quadrilaterals 
26.13.21 - Quadrilaterals that are completely or partially shaded 
26.13.25 - Quadrilaterals with one or more curved sides  
 
Prior Registration Number(s) :  
2268191 
2268272 
2349248 
 

MADRI D PROTOCOL I NFORMATI ON

(NOT AVAILABLE) 
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Latest Status Info

PROSECUTI ON HI STORY 

NOTE: To view any document referenced below, click on the link to "Trademark 
Document Retrieval" shown near the top of this page .  

 
2008-08-19 - Registered - Principal Register 
 
2008-06-03 - Published for opposition 
 
2008-05-14 - Notice of publication 
 
2008-04-30 - Law Office Publication Review Completed 
 
2008-04-29 - Approved for Pub - Principal Register (Initial exam) 
 
2008-04-29 - Examiner's Amendment Entered 
 
2008-04-29 - Notification Of Examiners Amendment E-Mailed 
 
2008-04-29 - EXAMINERS AMENDMENT E-MAILED 
 
2008-04-29 - Examiners Amendment -Written 
 
2008-04-29 - Previous Allowance Count Withdrawn 
 
2008-04-04 - Withdrawn From Pub - Og Review Query 
 
2008-03-25 - Law Office Publication Review Completed 
 
2008-03-25 - Assigned To LIE 
 
2008-03-10 - Approved for Pub - Principal Register (Initial exam) 
 
2008-03-10 - Examiner's Amendment Entered 
 
2008-03-10 - Notification Of Examiners Amendment E-Mailed 
 
2008-03-10 - EXAMINERS AMENDMENT E-MAILED 
 
2008-03-10 - Examiners Amendment -Written 
 
2008-03-08 - Notification Of Final Refusal Emailed 
 
2008-03-08 - Final refusal e-mailed 
 
2008-03-08 - Final Refusal Written 
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Latest Status Info

2008-02-01 - Teas/Email Correspondence Entered 
 
2008-02-01 - Communication received from applicant 
 
2008-02-01 - TEAS Response to Office Action Received 
 
2007-10-27 - Notification Of Non-Final Action E-Mailed 
 
2007-10-27 - Non-final action e-mailed 
 
2007-10-27 - Non-Final Action Written 
 
2007-10-23 - Assigned To Examiner 
 
2007-07-24 - Notice Of Design Search Code Mailed 
 
2007-07-23 - New Application Entered In Tram 
 

ATTORNEY/ CORRESPONDENT I NFORMATI ON

Attorney of Record   
Justin Perillo 
 
Correspondent   
JUSTIN PERILLO  
AMERICAN UNIVERSITY  
4400 MASSACHUSETTS AVE., NW  
OFFICE OF GENERAL COUNSEL  
WASHINGTON, DC 20016  
Phone Number: 202-885-3292  
Fax Number: 202-885-3273  
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